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MILLER VS. UNITED STATES. 
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a Supreme Court of the District of Columbia. 

The United States of America ex rel. New 
Process Metals Company, Inc., petitioner, 

V8. 

Thomas W. Miller, Alien Property Custo- 

dian, defendant. 

United States of America, 

District of Columbia , ss: 

Be it remembered that in the Supreme Court of the District of Co¬ 
lumbia, at the city of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had in the above-entitled cause, to wit: 

1 Petition, 

Filed September 1, 1922. 

In the Supreme Court of the District of Columbia. 

The United States of America ex rel. New 
Pi •ocess Metals Company, Inc., petitioner, 

vs. No. 66943. At law. 

Thomas W. Miller, Alien Property Custo- 

dian, defendant. 

To the Supreme Court of the District of Columbia: 

Your petitioner and relator. New Process Metals Company, Inc., 
respectfully represents to the court: 

(1) That it is a corporation organized and existing under the 
laws of the State of New York, having its principal offices at 50 
East 41st Street, New York City, New York, and files this petition 
in its own right against the defendant, Thomas W. Miller, who is 
Alien Propertv Custodian, and as such is an officer of the Govern¬ 
ment of the United States and temporarily residing in the District 
of Columbia. 

(2) By virtue of the provisions of section 10, subsection (c) of 
an act of Congress approved October 6, 1917, and commonly called 
the Trading with the enemy act,” any corporation organized with¬ 
in the United States desiring to manufacture or cause to be manu¬ 
factured a manufacture or composition of matter, or cause to be 
carried on a process under any patent owned or controlled by an 

enemy or ally of enemy as defined in said act at any time dur- 

2 ing the existence of a state of war might apply to the President 
of the United States for a license. That in tne month of Feb¬ 
ruary, 1918, there existing a state of war between the United States 
and the Austro-Hungarian Empire, Treibacher Chemische Werke 
Gesellschaft m. b. H. of Treibach, Austria, at that time an enemy 
as defined in said act, owned or controlled United States Letters 
Patent No. 873017, dated November 27, 1906, for pyrophoric alloy, 
and United States Letters Patent No. 976760, dated November 22, 
1910, for pyrophoric mass, both issued to Carl A. von Welsbach, of 


No. 66943. At law. 
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Vienna, Austria, assignor to said Treibacher Chemische Werke Ge- 
sellschaft m. b. H. That your petitioner, desiring to manufacture 
or cause to be manufactured a manufacture or composition of matter, 
or to cause to be carried on a process under said letters patent, on 
or about February 8, 1918, applied to the President of the United 
States for a license by filing its application therefor with the 
Federal Trade Commission pursuant to an Executive order of the 
President, dated October 12, 1917, whereby he vested in said Federal 
Trade Commission the power and authority to issue licenses pursuant 
to the provisions of said section 10 (c) of said “Trading with the 
enemy act.*' 

(3) That subsequent to the filing of said application and pur¬ 
suant to the power and authority vested in it, the Federal Trade 
Commission under date of March 30, 1918, issued to your petitioner 
a license, No. 1(3, copy of which is hereto attached and made a part 
hereof, to make, use, and vend within the United States the inven¬ 
tions described in said Letters Patent No. 837017 and No. 9707(30, 

upon certain terms and conditions as fully appear from the copy 

3 thereof. One of the terms of said license was that the licensee, 

your petitioner, at stated intervals should pay to the 

Alien Property Custodian a royalty of 5% of the gross sums re¬ 
ceived by your petitioner from the sale of the inventions licensed, 
and pursuant to said provision of the license your petitioner has 
paid to the Alien Property Custodian a total of $12,090.43, repre¬ 
senting said royalty of 5% of gross sums received by your petitioner 
from the sale of said inventions. 

(4) Your petitioner is informed and believes, and therefore avers, 
that said sum of $12,090.43 so paid to the Alien Property Custodian 
has been by him deposited in and is now held by the Treasury of the 
United States. 

(5) By the provisions of said section 10 of said “ Trading with the 
enemy act," if no suit is brought by the owner of any patent under 
which a license is granted thereunder against the licensee for recov¬ 
ery for the use and enjoyment of the patented invention, and if such 
suit is filed within said year and no notice thereof is filed with the 
Alien Property Custodian within thirty days after dnte of entry of 
suit, then all funds deposited by the licensee shall be repaid to it on 
order of the Alien Property Custodian. That bv proclamation of the 
President the war ended within the meaning of said “Trading with 
the enemy act" on July 2nd, 1921, and one year thereafter ex¬ 
pired on July 2nd, 1922. Within said year no suit has l>een 
brought against your petitioner, licensee, by said Treibacher Chem¬ 
ische Werke Gesellschaft m. b. H., or by any other person, firm, or 
corporation, under the provisions of said “Trading with the enemy 

act,” and no notice of any such suit has been filed with the 

4 Alien Property Custodian within thirty days after date of 

entry of suit, or prior to August 2nd, 1922, the last date within 

which any such notice might be given. That on the 29th day of 
August, 1922, your petitioner made demand upon the defendant that 
he order the repayment to your petitioner of said sum of $12,090.43, 
by sending by registered mail to the defendant a written demand, 
copy of which demand is hereto attached and made a part hereof, and 
at various other times subsequent to August 2. 1922. your petitioner 
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has demanded of the defendant an order for the repayment of said 
sum, but the defendant has refused and refuses to order said 
_ repayment. 

Wnerefore, inasmuch as said defendant in refusing to order the 
repayment to your petitioner of said sum of $12,090.43 has infringed 
upon the rights of your petitioner and has done your petitioner harm 
and injury, and inasmuch as the law provides no other remedy in the 
premises whereby your petitioner can be relieved, your petitioner 
prays: 

(1) That a writ of mandamus may be issued and directed to the 
said Thomas W. Miller, Alien Property Custodian, commanding him 
to issue an order for the repayment to New Process Metals Company, 
Inc., of the sum of $12,090.43 paid by it to the Alien Property Cus¬ 
todian pursuant to the provisions of the license of the Federal Trade 
Commission to it, to make, use, and vend within the United States 
the inventions described in Letters Patent No. 837017 and No. 976760. 

(2) For such other and further relief as the court may deem 
proper and the nature of the case may require. 

And your petitioner will ever pray. 

New Process Metals Co., Inc., 

Bv Alexander Harris. Pres. 

%» 

r» State of New Jersey, 

County of Essex* ss: 

I, Alexander Harris, do solemnly swear that I am the president of 
New Pr<xess Metals Company, Inc., and that I have read the fore¬ 
going petition signed by New Process Metals Company, Inc., by me 
as president, and know the contents thereof; and that the statements 
of fact therein made as upon knowledge are true and those made as 
upon information and belief I believe to be true. 

Alexander' Harris. 


Subscrilied and sworn to before me this 31 day of Aug., 1922. 

[seal.] Miles E. Quinn, 

Notary Public. 

MRW-ES. 3-29-19. 

License No. 16 (Patent). FMP/RTF. 

United States of America, Federal Trade Commission. 

License to New Process Metals Company. Inc., of New York, New 
York, under patent No. 837017; dated November 27, 1906; to Carl 
A. von Welsbach, of Vienna. Austria, assignor to Treibacher 
Chemische Werke Gesellschaft m. b. H., of Treibach, Aus- 
6 tria; for pyrophoric alloy, and patent No. 976760; dated 

November 22, 1910; to Carl A. von Welsbach, of Vienna, 
Austria, assignor to Treibacher Chemische Werke Gesellschaft m. 
b. H., of Treibach, Austria; for pyrophoric mass. 

The Federal Trade Commission, under authority of and in con¬ 
formity with the trading with the enemy act and of the Executive 
order of October 12, 1917, hereby licenses New Process Metals Com- 
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pany, Inc., a corporation of New York, having its principal office 
at 50 East 41st Street, New York, N. Y., to make, use. and vend with¬ 
in the United States the invention described in Letters Patent No. __ 
837017, dated November 27. 1906, for pyrophoric alloy, and Letters 
Patent No. 976760, dated November 22. 1910. for pyrophoric mass, 
both to Carl A. von Welsbach. of Vienna, Austria, assignor to Trei- 
bacher Chemische Werke Gesellschaft m. 1). H., of Treibach, Austria 
(copies annexed hereto), for the term of each of said patents unless 
sooner terminated. 

The licensee, during the continuance of this license, shall pay to 
the Alien Property Custodian semiannually, within thirty days after 
the first day of May and the first day of November, respectively, of 
each year, a royalty of five per cent (5%) of the gross sums received 
by the licensee from the sale of the inventions so herein licensed, 
which amount the Federal Trade Commission has determined to be 
a reasonable royalty, to l)e paid bv the licensee to the Alien Property 
Custodian as aforesaid. 

The licensee shall, during the continuance of this license, 

7 keep proper accounts and separate books containing full par¬ 
ticulars of: 

(a) All articles made and sold under this license and of the prices 
charged and amounts received therefor: 

( b) All items of cost incurred in the use of such inventions and 
the manufacture and sale of articles made thereunder: and 

(c) All other matters and things, which, in the opinion of the 
Federal Trade Commission may be material for the purpose of show¬ 
ing the amounts from time to time payable by the license concerning 
such royalty and what is a fair and reasonable price to the public 
for such article. 

The licensee shall, within ten days after each of the semiannual 
days aforesaid, deliver a sworn statement to the Federal Trade Com¬ 
mission in writing showing the aforesaid particulars. 

The licensee shall, during the continuance of this license, give all 
such information as the federal Trade Commission may consider 
to be material for the purpose of ascertaining the amount of royalty 
payable by the licensee under this license, the cost of the use of such 
inventions, the cost of producing and the price or prices charged 
by the licensee for the said article, and for that purpose shall, if 
requested by the Federal Trade Commission, permit such person or 
persons as shall be authorized in that behalf by the Federal Trade 
Commission at anv time or times to enter upon and inspect any 
factory or place of business of the licensee in which the use of the 
said inventions or the manufacture of the said article shall be car¬ 
ried on and all books, papers, and documents of such licensee relat¬ 
ing to such use, manufacture, and sale. 

8 If any payment under this license shall not be made within 
one month after the same shall have become due under the 

provisions herein contained (whether demand therefor shall have 
been made or not), or if the licensee shall, or shall attempt to, assign 
or part with the benefit of or grant any sublicense under this license, 
or shall make default in the performance or observance of any obli¬ 
gation on his part herein contained, or shall have violated any of the 



MILLER VS. UNITED STATES. 


5 


conditions of this license or any of the provisions of the statute 
under which it is granted, and if, after ten days’ notice in writing, 
shall have failed to comply with the aforesaid, then the Federal 
Trade Commission may, by notice in writing, and after a hearing, 
cancel and determine this license as from the date of such notice, but 
without prejudice to and so as not in any manner to affect any lia¬ 
bility hereunder on the part of the licensee which may then be sub¬ 
sisting or have accrued. 

If, in the opinion of the Federal Trade Commission, the licensee 
has failed to use this license so as to satisfy the reasonable require¬ 
ment of the public with regard to the subject matter thereof; or 

If, in the opinion of the Federal Trade Commission, the licensee 
has failed to supply to the public the articles made under this license 
at reasonable prices; or 

If, in the opinion of the Federal Trade Commission, the licensee 
has charged unreasonable or excessive prices for articles made under 
this license; or 

If, in the opinion of the Federal Trade Commission, the articles 
made under this license are of unsatisfactory quality (and the 

9 licensee shall furnish to the Federal Trade Commission in the 
manner prescribed by it and when and as often as required, 

samples and specimens for inspection, analysis, and test); or 

Circumstances have arisen which, in the opinion of the Federal 
Trade Commission, make it advisable that this license be canceled 
in whole or in part; Then 

The Federal Trade Commission may, in its absolute discretion, 
terminate and cancel this license in whole or in part, and, if can¬ 
celed and terminated, the same shall be without prejudice to and 
so as not in any manner to affect any liability hereunder on the part 
of the licensee which may then be subsisting or have accrued. 

Any sums which may at any time be payable by the licensee under 
the provisions of this license shall be a debt due from the licensee 
to the people of the United States, and shall be recovered in an 
appropriate action in the name of the people of the United States 
against the licensee. 

And the licensee hereunder is authorized and empowered to sue 
in its own name any infringer of the said patents, or each of them, 
for an injunction and for the recovery of damages and profits, and 
upon the recover} 7 of any damages or profits said licensee shall 
report the same to the Federal Trade Commission and hold the 
same subject to its order. 

Dated, March 30,1918. 

Federal Trade Commission, 
By (signed) L. L. Bracken. 

10 Attest; 

[seal.] (Signed) C. H. McDonald, 

Counsel in Charge. 

Accepted and agreed to: 

New Process Metals Company, Inc., 
By (signed) Chas. H. Topping, President , 

Licensee. 
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New Process Metals Co., Inc., 

Fifty East Forty-first Street, 

A few York City , August 26, 1922. 

Hon. Thomas W. Miller, 

Alien Property Custodian , Washington , />. C. 

Dear Sir: The New Process Metals Company, Inc., is the licensee 
of the Federal Trade Commission, license number 16 of March 30th, 
1918, by which, pursuant to the provisions of section 10 of the 
‘‘Trading with the enemy act,*’ it was permitted to make, use, and 
vend within the United States the inventions described in Letters 
Patent No. 837017, dated November 27, 1906, and Letters Patent No. 
976760, dated November 22, 1910, assigned by Carl A. von Wells- 
bach to Treibaeher Chemische Werke (ieseilschaft m. b. H., of 
Treibach, Austria, at the date of the license an enemy. 

In accordance with the provision of this license this company 
paid you $12,090.43. Under section 10(f) of the “Trading with 
the enemy act" if no suit is brought by the owner of the patents 
against the licensee within one year after the end of the war, or no 
notice of such suit is filed with the Alien Property Custodian within 
30 days after date of entry of suit, all funds deposited by the 
11 licensee shall be repaid to him on order of the Alien Property 
Custodian. 

One year from the end of the war expired on July 2nd, 1922, and 
30 days thereafter expired on August 2nd, 1922. Prior to August 
2nd. 1922. no suit has been brought against this licensee under the 
provisions of section 10 of said act, and no notice of such suit was filed 
with the Alien Property Custodian prior to August 2nd, 1922. 

Demand is hereby made upon you as Alien Property Custodian 
that you immediately issue an order for the repayment to the New 
Process Metals Company, Inc., of the sum of $12,090.43. paid to you 
as stated, and that you repay this company said sum immediately 
upon receipt of this demand. 

Respectfully, 

New Process Metals Company, 
(Signed) Alexander Harris, 

President. 


Rule to show cause. 

Filed September 2. 1922. 

* v * * * * £ 

Upon consideration of the petition filed herein on the 1st day of 
September, 1922. by the United States of America ex rel. New Process 
Metals Company, Inc., it is by the court this 2nd day of September, 
1922. ordered that Thomas \V. Miller. Alien Property Custodian, 
be. and hereby is, commanded and ordered to show cause on the 14th 
day of September, 1922, why a writ of mandamus should not issue 
out of this court commanding him to issue an order for the repay¬ 
ment to New Process Metals Company, Inc., of the sum of $12,090.43. 
paid by it to the Alien Property Custodian pursuant to the pro¬ 
visions of a license of the Federal Trade Commission to it to 
make. use. and vend within the United States the inventions de- 
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12 scribed in the United States Letters Patent Nq. 837017 and 
No. 976760; provided that a copy of this order is served upon 

the said defendant, Thomas W. Miller, on or before the 7th day of 
September. 1922. 

By the court. 

Jennings Bailey. 

Answer to petition and iuxle to show cause. 

Filed October 2, 1922. 

% * * * $ * $ 

Thomas W. Miller, Alien Property Custodian, now and at all 
times saving and reserving unto himself all exceptions to the imper¬ 
fections, uncertainties, and defects in the petition for writ of man¬ 
damus filed herein, and reserving unto himself the benefit of the 
lack of jurisdiction of the court, appearing on the face of said peti¬ 
tion, to grant the relief prayed for. and the lack of jurisdiction of 
the court to direct him, as Alien Property Custodian, to perform 
the act in question, and relying on the same as if demurrer had been 
specifically interposed for answer to said petition, or so much thereof 
as is material, and to said rule to show cause, says: 

(1) He admits the averments of paragraph numbered 2 of the 
petition in so far as the same do not constitute statements of law. 
This defendant, upon information and belief, admits that Treibaeher 
Chemische Werke Gesellschaft m. b. h., of Treibach, Austria, was 
an enemy within the purview and meaning of the trading with the 
enemy act as amended. 

13 Further answering said paragraph this defendant admits 
that a state of war existed between the United States and the 

Austro-IIungarian Empire in the month of February, 1918. 

Further answering said paragraph this defendant says that he has 
no knowledge or information sufficient to form a belief as to whether 
or not at that time, or at any other time, the said Treibaeher 
Chemische Werke Gesellschaft m. b. II. owned and controlled United 
States Letters Patent No. 976700, dated November 22, 1910, for pyro¬ 
phoric mass, issued to Carl A. von Welsbach, of Vienna, Austria, 
assignor of said Treibaeher Chemische Werke Gesellschaft m. b. H., 
and in so far as said allegation may be material to this cause of 
action this defendant demands strict proof thereof. 

Further answering said paragraph, this defendant denies that 
Treibaeher Chemische Werke Gesellschaft m. b. II. owned and 
controlled United States Letters Patent No. 874017, dated Novem¬ 
ber 27. 1906, for pyrophoric alloy, issued toUarl A. von Welsbach. 
of Vienna, Austria, assignor of Treibaeher Chemische Werke Gesell¬ 
schaft m. b. H. 

Further answering said paragraph, this defendant admits that the 
petitioner applied to the proper authorities for the issuance of a 
license, pursuant to the provisions of section 10c of the trading with 
the enemy act. to manufacture or cause to be manufactured a manu¬ 
facture of composition of matter, or to cause to be carried on a process 
under said letters patent. 
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(3) This defendant admits that subsequent to the making of the 
said application the Federal Trade Commission purported to 

14 issue a license to the petitioner permitting it, upon certain 
terms and conditions, to make use of within the United States 

the inventions described in said Letters Patent Xo. 837017 and No. 
976760. For the exact terms of the said license, should they become 
material, this defendant refers to the original thereof. 

Further answering said paragraph, this defendant admits that the 
petitioner herein, acting pursuant to the terms of the said purported 
license, paid to this defendant, the Alien Property Custodian, a large 
amount of money which this defendant, upon information and belief, 
admits to be approximately $12,090.43. 

Further answering said paragraph, this defendant says, upon in¬ 
formation and belief, that all of the said sum of money was paid as 
royalties under the said purported license upon Patent Xo. 837017, 
and that no part of the said money paid to the Alien Property Cus¬ 
todian was paid as royalties upon Patent No. 976760. 

(4) Th is defendant admits that all of the said money paid to the 
Alien Property Custodian as royalties upon the said patent has been 
deposited m and is now held bv the Treasurer of the United States. 

(5) Answering the averments of paragraph numbered 5 of the pe¬ 
tition. in so far as the same do not constitute statements of law, this 
defendant admits that the state of war between the United States and 
the Imperial Austro-Hungarian Government was terminated on July 
2. 1921. 

Further answering said paragraph, this defendant says that he has 
no knowledge or information sufficient to form a l>elief as to whether 
or not any suit lias been brought against the petitioner as 

15 licensee, or in any other capacity, by said Treibacher Chemische 
Werke Gesellschaft m. b. H., or by any other firm or corpora¬ 
tion under the terms and provisions of the trading with the enemy 
act. or under any other provisions of law. and in so far as these may 
be relevant to this proceeding this defendant demands strict proof 
thereof. 

Further answering said paragraph, this defendant admits that no 
notice of any such suit has been filed with the Alien Property Cus¬ 
todian. 

Further answering said paragraph, this defendant admits that the 
petitioner has made a demand upon this defendant that he order the 
payment to the petitioner of the said sum of $12,090.40. 

Further answering said paragraph, this defendant admits that 
this defendant has refused and still refuses to order the said payment 
to the petitioner. 

For further answer,to the petition and rule to show cause, this 
defendant savs: 

V 

I. 

That heretofore this defendant, as Alien Property Custodian, act¬ 
ing under and pursuant to the terms and provisions of the trading 
with the enemy act, as amended, and the proclamation and Executive 
orders issued thereunder, after investigation determined that Trei- 
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bacher Chemische Werke Gesellschaft m. b. H. was an enemy within 
the purview and meaning of the trading with the enemy act, the 
amendments thereto, and the proclamations and Executive orders 
issued thereunder, and that certain money and other property, in¬ 
cluding the aforementioned United States Letters Patent 

16 No. 873017 and No. 976760, were owing or belonging to, held 
for, by, on account of, and for the benefit of the said enemy. 

Thereupon the Alien Property Custodian, acting under and pursuant 
to the said act, the amendments thereto, and the proclamations and 
Executive orders issued thereunder, required the said money and 
other property to be conveyed, transferred, assigned, delivered, 
and/or paid to him, to be by him held, administered, and accounted 
for as provided by law. Thereafter the said requirement and demand 
of the Alien Property Custodian were complied with, and he received 
the said money and other property and held the same under trust 
No. 14138. 

Subsequent to the said receipt by the Alien Property Custodian 
of the said money and other property, the Alien Property Custodian, 
acting under and pursuant to the terms and provisions of the trading 
with the enemy act, and more especially section 12 of the said act, 
as amended, and the proclamations and Executive orders issued 
thereunder, sold all the said property in the said trust and deposited 
the proceeds of the said sale in the Treasury of the United States. 

II. 

Further answering the averments of the petition, this defendant 
says that subsequent to the aforementioned receipt by the Alien 
Property Custodian of the said property and the sale thereof one 
Charles Ganz, acting in accordance with the provisions of section 9 
of the trading with the enemy act as amended, filed with the Alien 
Property Custodian a notice of claim under oath and contain- 

17 ing such particulars as the said Alien Property Custodian 
required, in which said notice of claim the said Ganz asserted 

that he was an American citizen and was not an enemy or ally of 
enemy, and that he was the owner of certain portions of the money 
and other property required to be transferred to the Alien Property 
Custodian as aforesaid, and included in that portion of the said 
property which the said Ganz claimed as his property was the afore¬ 
mentioned United States Letter Patent No. 873017. At the same 
time the said Charles Ganz, acting under and pursuant to the terms 
of the said section 9 of the said act, made application to the Attor¬ 
ney General of the United States, to whom had been delegated the 
authority of the President under section 9 of the trading with the 
enemy act, for the return to him of the proceeds of the sale of the 
aforementioned property, including the said United States Letters 
Patent No. 873017. With the said notice of claim filed bv the said 
Ganz was filed by Treibacher Chemische Werke Gesellschaft m. b. H. 
a disclaimer of ownership in the said patent of the said United 
States Letters Patent No. 873017 and an estoppel from claiming the 
value of the said patent and a consent to the allowance of the claim 
of the said Charles Ganz. 
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Thereafter the Attorney General, upon due consideration, deter¬ 
mined that the said Charies Ganz was an American citizen and the 
owner of all the said property claimed by him in his notice of claim 
filed as aforesaid. and that he was entitled to receive from the 
Treasurer of the United States the proceeds of the sale of the 
18 said property. Thereupon the Attorney General ordered the 
Treasurer of the United States to pay to the said Charles Ganz 
the sum of $79,200.50, which represents the proceeds of the sale of 
the property claimed by the said Ganz, and included the proceeds of 
the sale of the said United States Letters Patent Xo. 87.1017. There¬ 
after the Treasurer of the United States complied with the said order 
of the Attorney General. 

TV. 


Further answering the averments of the said petition, this de¬ 
fendant says that the said United States Letters Patent Xo. 873017 
were sold to one Alexander Harris. 



Upon information and belief that said Alexander Harris was at 
the time of the sale to him of the said patent, and has continued to 
be. and now is president of the petitioner corporation. 

VI. 


Upon information and lielief that the said Alexander Harris is 
now owner of the said United States letters Patent Xo. 873017, and 
has continued to be the owner thereof since the sale to him on or 
about February 24, 1919. 

Wherefore this defendant having fully answered the petition here¬ 
in and rule to show cause, prays that the rule to show cause be 
discharged and that he be dismissed with his costs in this behalf 
expended. 

Thom AS W. M ILLEIt, 


Alien Property Custodian. 
By George K. Williams, 


19 


.1/ ana/finy Divertor . 
Peyton Gordon, 

By M. P. M., 

Attorney of the United States in and 

for the District of Columbia. 

District of Coli miua. ss: 


George E. Williams, being first duly sworn, upon oath de¬ 
poses and says that he is the managing director of the office of the 
Alien Property Custodian: that he has read the foregoing answer to 
the petition and rule to show cause, and knows the contents thereof; 
that the matters and things therein stated of his personal knowledge 
are true, and that those stated upon information and belief he be¬ 
lieves to be true; that he verifies this petition instead of the Alien 
Property Custodian because Thomas W. Miller, the Alien Property 
Custodian, is absent from Washington and out of the jurisdiction of 
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this court, and can not be conveniently reached before the return 
day of the rule to show cause. 

George E. Williams. 

Subscribed and sworn to before me this 30" day of Sept., 192*2. 

Julia B. Rishel, 

Notary Public , D. C. 

My commission expires March 17 . 1923 . 

Pern arrev. 

Filed October 2. 1922. 

******* 

Xow conies the petitioner, New Process Metals Company, Inc., 
by its counsel, William Sabine, and demurs to the answer of the 
defendant Thomas W. Miller as being bad in substance, and specifies 
as follows: 

20 1. The sum of $12,090.43 paid by petitioner to the defendant 
as royalties was received and retained under sec. 10 of the 

trading with the enemy act. and its disposition must therefore be 
governed by the act. 

2. The seizure by the Alien Property Custodian of the licensed 
patents, the sale thereof by him and the claim to said patents or 
their proceeds bv one Ganz are immaterial. 

3. The action of the Attorney General on the claim of Ganz is im¬ 
material. 

4. The defendant can not set up that the $12,090.43 was not re¬ 
ceived by him except under the trading with the enemy act. 

William Sabine, 
Attorney for the Petitioner. 

Order. 

Filed October 23, 1922. 

******* 

This cause coming on to be heard upon the petition, the answer 
and demurrer thereto, and after argument of counsel, and the case 
being submitted to and considered by the court, and the court having 
sustained the demurrer on the 23d day of October, 1922; and the de¬ 
fendant electing to stand upon his answer, over the objection of the 
defendant. 

It is by the court this 23d day of October, 1922, ordered that the 
writ of mandamus forthwith issue against Thomas W. Miller, Alien 
Property Custodian, as prayed for in the petition herein, 

21 commanding him to issue an order for the payment to New 
Process Metals Company. Inc... of the sum of $12,090.43 de¬ 
posited bv it with the Alien Property Custodian pursuant to the pro¬ 
visions of the license of the Federal Trade Commission to it to make, 
use, and vend within the United States the inventions descril>ed in 
Letters Patent No. 837017 and No. 976760. 

By the court: 

Wendell P. Stafford, 

»/ a Ht ice. 
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From the foregoing order the defendant, Thomas W. Miller, notes 
an appeal in open court to the Court of Appeals of the District of 
Columbia. 

Wendell P. Stafford. 

./ itsfice. 

I consent as to form. 

Vernon E. West. 

.4mV. U. S. Attorney. 

I consent as to form. 

Dean Hill Stanley, 

Sp. Aturt to the Atfij. (ten. 

As&i(jnment of errors. 

Filed November 11, 1922. 

******* 

The defendant, Thomas W. Miller, as Alien Probity Custodian 
assigning error in the order of the court and in the judgment ren 
dered, respectfully submits that the court erred as follows: 

22 I. 


The court erred in sustaining the demurrer to the answer of the 
defendant. 


II. 


The court erred in not overruling 
the defendant. 


the demurrer to the answer of 


III. 


The court erred in not dismissing the petition. 



The court erred in ordering that a writ of mandamus issue against 
Thomas W. Miller, as Alien Property Custodian, as prayed for in 
the petition, commanding him to issue an order for the payment 
to the New Process Metals Company, Inc., of the sum of $12,090.4?*. 
deposited by it with the Alien Pro|>ertv Custodian, pursuant to the 
provisions of the license of the Federal Trade Commission to it, to 
make, use, and vend within the United States the inventions de¬ 
scribed in Letters Patent No. 837017 and No. 97G760. 

V. 

The court erred in not ordering and finding that it had no juris¬ 
diction to enter an order for the issuance of the writ of mandamus 
against Thomas W. Miller, as Alien Property Custodian, command¬ 
ing him to issue an order for the payment to the New Process Metals 
Company, Inc., of the sum of $12,090.43. deposited by the said New 
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Process Metals Company, Inc., with the Alien Property Custodian, 
pursuant to the provisions of the license of the Federal Trade Com¬ 
mission to it, to make, use, and vend within the United 

23 States the inventions described in Letters Patent No. 837017 
and No. 976760. 

All of which is respectfully submitted. 

Dated Washington, D. C., this day of November, 1922. 

Peyton Gordon, 

By D. H. S., 

Attorney of the United States in and for the 
District of Columbia, Attorney for Defendant. 

Service acknowledged this 4 day of November, 1922. 

Wm. Sabine, 

Attorney for the Petitioner. 
Designation of record. 

Filed November 11, 1922. 

******* 

The clerk will please prepare a record on appeal in the above- 
entitled cause and include therein the following: 

(1) Petition for a writ of mandamus. 

(2) Rule to show cause directed to the defendant. 

(3) Answer of the defendant. 

(4) Demurrer of the petitioner to the answer of the defendant. 

(5) The order granting the writ of mandamus. 

(6) Assignment of errors. 

(7) This designation of record. 

Peyton Gordon, 

By D. H. S., 

Attorney of the United, States in and for the 
District of Columbia, Attorney for Defendant. 

24 Service acknowledged this 4 day of November, 1922. 

Wm. Sabine, 

Attorney for the Petitioner. 

25 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, Morgan H. Beach, clerk of the Supreme Court' of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
24, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is 
made part of this transcript, in cause No. 66943 at law, wherein 
The United States of America ex rel. New Process Metals Company, 
Inc., is petitioner and Thomas W. Miller, Alien Property Custodian, 
is defendant, as the same remains upon the files and of record in said 
court. 
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In testimony whereof, I hereunto subscribe my name and affix 
the seal of said court, at the city of Washington, in said District, 
this 29th day of November, 1922. 

[seal.] Morgan H. Beach, 

Clerk. 

EW. 

(Endorsement on cover:) District of Columbia, Supreme Court. 
No. 3924. Thomas W. Miller, Alien Property Custodian, appellant, 
v. The United States of America, ex rel. New Process Metals Com¬ 
pany, Inc. Filed Dec. 4, 1922. Henry W. Hodges, Clerk. 
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In the Court of Appeals of the District of 

Columbia. 

January Term, 1923. 


• Thomas W. Miller, Alien Property^ 
Custodian, appellant, 


v. 

The United States of America, ex 
rel. New PRocess Metals Company, 
Inc., appellee. 


iNo. 3924. 


BRIEF ON BEHALF OF THOMAS W. MILLER, AS ALIEN 

PROPERTY CUSTODIAN. 


NATURE OF THE PROCEEDINGS. 

This cause comes before this Court upon an ap¬ 
peal from an order of the Supieme Court of the Dis¬ 
trict of Columbia, ordering that a writ of mandamus 
issue against Thomas W. Miller, as Alien Property 
Custodian, commanding him to order the Treasurer 
of the United States to pay to the New Process 
Metals Company, Inc., the sum of $12,090.43, de¬ 
posited by the New Process Metals Company with 
the Custodian pursuant to the provisions of a license 
granted by the Federal Trade Commission, and in 
turn deposited by the Alien Property Custodian 
with the Treasurer of the United States. 

STMT— 
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The petition filed in the Supreme Court of the 
District of Columbia prayed for a writ oi mandamus 
to compel the Alien Property Custodian to perform 
certain duties which it was alleged were laid upon 
him by the provisions ol Section 10 ot the Trading 
with the Enemy Act, 40 Stat. L. 411. 

The Alien Property Custodian reserving his rights 
to object to the jurisdiction of the Court, filed an 
answer to the petition to which the relator demurred. 
The case went to a hearing upon the petition, answer, 
and demurrer, and the Supreme Court ol the District 
of Columbia sustained the demuirer of the relator. 

THE STATUTES. 

While ordinarily it might be out of order to set 
forth the statutes involved in a proceeding before 
the statement of facts, a knowledge of the provisions 
of the statute will assist greatly an understanding of 
the facts involved in the case. The relevant provi¬ 
sions of the statute will, therefore, be stated before 
the facts are set forth. 

The relevant portion of Section 7 (c) of the Trading 
with the Enemy Act, as amended, 40 Stat. L. 1020, 
is as follows: 

(c) If the President shall so require, any 
money or other property, including (but not 
thereby limiting the generality of the above) 
patents, copyrights, applications therefor, and 
rights to apply for the same, trade-marks, 
choses in action, and rights and claims of 
every character and description owing or be¬ 
longing to or held lor, by, on account of, or 
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on behalf of, or for the benefit of, an enemy 
or ally of enemy not holding a license granted 
by the President hereunder, which the Presi¬ 
dent after investigation shall determine is so 
owing or so belongs or is so held, shall be con¬ 
veyed, transferred, assigned, delivered, or 
paid over to the Alien Property Custodian, or 
the same may be seized by the Alien Property 
Custodian; and all property thus acquired 
shall be held, administered, and disposed of 
as elsewhere provided in this Act. 

The relevant portions of Section 9 are as follows: 

(a) That any person not an enemy or ally 
of enemy claiming any interest, right, or title 
in any money or other property which may 
have been conveyed, transferred, assigned, 
delivered, or paid to the Alien Property 
Custodian or seized by him hereunder and 
held by him or by the Treasurer of the United 
States, or to whom any debt may be owing 
from an enemy or ally of enemy whose prop¬ 
erty or any part thereof shall have been con¬ 
veyed, transferred, assigned, delivered, or 
paid to the Alien Property Custodian or seized 
by him hereunder and held by him or by the 
Treasurer of the United States may file with 
the said custodian a notice of his claim under 
oath and in such form and containing such 
particulars as the said custodian shall require; 
and the President, if application is made 
therefor by the claimant, may order the pay¬ 
ment, conveyance, transfer, assignment, or 
delivery to said claimant of the money or 
other property so held by the Alien Property 
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Custodian or by the Treasurer of the United 
States, or of the interest therein to which the 
President shall determine said claimant is 
entitled: Provided , That no such order by 
the President shall bar any person from the 
prosecution of any suit at law or in equity 
against the claimant to establish any right, 
title, or interest which he may have in such 
money or other property. If the President 
shall not so order within sixty days after the 
filing of such application or if the claimant 
shall have filed the notice as above required 
and shall have made no application to the 
President, said claimant may, at any time 
before the expiration of six months after the 
end of the war institute a suit in equity in the 
Supreme Court of the District of Columbia or 
in the district court of the United States for 
the district in which such claimant resides, or, 
if a corporation, where it has its principal 
place of business (to which suit the Alien 
Property Custodian or the Treasurer of the 
United States, as the case may be, shall be 
made a party defendant), to establish the 
interest, right, title, or debt so claimed, and if 
so established the court shall order the pay¬ 
ment, conveyance, transfer, assignment, or 
delivery to said claimant of the money or 
other property so held by the Alien Property 
Custodian or by the Treasurer of the United 
States or the interest therein to which the 
court shall determine said claimant is entitled. 
If suit shall be so instituted, then such money 
or property shall be retained in the custody of 
the Alien Property Custodian, or in the 
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Treasury of the United States, as provided in 
this Act, and until any final judgment or 
decree which shall be entered in favor of the 
claimant shall be fully satisfied by payment or 
conveyance, transfer, assignment, or delivery 
by the defendant, or by the Alien Property 
Custodian, or Treasurer of the United States 
on order of the court, or until final judgment 
or decree shall be entered against the claim¬ 
ant or suit otherwise terminated. 

(b) In respect of all money or other property 
conveyed, transferred, assigned, delivered, or 
paid to the Alien Property Custodian or seized 
by him hereunder and held by him or by the 
Treasurer of the United States, if the President 
shall determine that the owner thereof at the 
time such money or other property was re¬ 
quired to be so conveyed, transferred, assigned, 
delivered, or paid to the Alien Property Cus¬ 
todian or at the time when it was voluntarily 
delivered to him or was seized by him was— 

(1) A citizen or subject of any nation or 
State, or free city other than Germany or Aus¬ 
tria or Hungary or Austria-Hungary, and is at 
the time of the return of such money or other 
property hereunder a citizen or subject ot any 
such nation or State or free city; * * * then 
the President, without any application being 
made therefor, may order the payment, convey¬ 
ance, transfer, assignment, or delivery of such 
money or other property held by the Alien 
Property Custodian or by the Treasurer of the 
United States, or of the interest therein to 

which the President shall determine such per- 

% 

son entitled either to the said owner or to the 
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person by whom said property was conveyed, 
transferred, assigned, delivered, or paid over 
to the Alien Property Custodian. 

The most important provisions of the statute in¬ 
volved in this case are Subsections (c) and (f) of Sec¬ 
tion 10: 

(c) Any citizen of the United States or any 
corporation organized within the United States 
desiring to manufacture, or cause to be manu¬ 
factured, a machine, manufacture, compo¬ 
sition of matter, or design, or to carry on, or to 
use any trade-mark, print, label, or cause to be 
carried on, a process under any patent or 
copyrighted matter owned or controlled by an 
enemy or ally of enemy at any time during the 
existence of a state of war may apply to the 
President for a license; and the President is 
hereby authorized to grant such a license, non¬ 
exclusive or exclusive as he shall deem best, 
provided he shall be of the opinion that such 
grant is for the public welfare, and that the ap¬ 
plicant is able and intends in good faith to man¬ 
ufacture, or cause to be manufactured, the 
machine, manufacture, composition of matter, 
or design, or to carry on, or cause to be carried 
on, the process or to use the trade-mark, print, 
label, or copyrighted matter. The President 
may prescribe the conditions of this license, 
including the fixing of prices of articles and 
products necessary to the health of the 
military and naval forces of the United States 
or the successful prosecution of the war, 
and the rules and regulations under which 
such license may be granted and the fee 
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which shall be charged therefor, not exceed¬ 
ing $100, and not exceeding one per centum 
of the fund deposited as hereinafter provided. 
Such license shall be a complete defense to 
any suit at law or in equity instituted by 
the enemy or ally of enemy owners of the 
letters patent, trade-mark, print, label, or 
copyright, or otherwise, against the licensee 
for infringement or for damages, royalty, or 
other money award on account of anything 
done by the licensee under such license, 
except as provided in subsection (f) hereof. 

(f) The owner of any patent, trade-mark, 
print, label, or copyright under which a license 
is granted hereunder may, after the end of the 
war and until the expiration of one year there¬ 
after, file a bill of equity against the licensee 
in the district court of the United States for the 
district in which the said licensee resides, or, 
if a corporation, in which it has its principal 
place of business (to which suit the Treasurer 
of the United States shall be made a party), 
for recovery from the said licensee for all use 
and enjoyment of the said patented invention, 
trade-mark, print, label, or copyrighted mat¬ 
ter: Provided , however , That whenever suit is 
brought, as above, notice shall be filed with 
the Alien Property Custodian within thirty 
days after date of entry of suit: Provided , 
further , That the licensee may make any and 
all defenses which would be available were no 
license granted. The court on due proceedings 
had may adjudge and decree to the said owner 
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payment of a reasonable royalty. The amount 
of said judgment and decree, when final, shall 
be paid on order of the court to the owner of 
the patent from the fund deposited by the 
licensee, so far as such deposit will satisfy said 
judgment and decree; and the said payment 
shall be in full or partial satisfaction of said 
judgment and decree, as the facts may appear; 
and if, after payment of all such judgments 
and decrees, there shall remain any balance of 
said deposit, such balance shall be repaid to 
the licensee on order of the Alien Property 
Custodian. If no suit is brought within one 
year after the end of the war, or no notice is 
filed as above required, then the licensee shall 
not be liable to make any further deposits, and 
all funds deposited by him shall be repaid to 
him on order of the Alien Property Custodian. 
Upon entry of suit and notice filed as above 
required, or upon repayment of funds as above 
provided, the liability of the licensee to make 
further reports to the President shall cease. 

If suit is brought as above provided, the 
court may, at any time, terminate the license, 
and may, in such event, issue an injunction to 
restrain the licensee from infringement there¬ 
after, or the court, in case the licensee, prior 
to suit, shall have made investment of capital 
based on possession of the license, may con¬ 
tinue the license for such period and upon such 
terms and with such royalties as it shall find 
to be just and reasonable. 

The entire Section 10 is printed as Appendix A for 
further reference in the argument. 
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The relevant portion of Section 12 as amended 
March 28, 1918, 40 Stat. L. 459-460, is as follows: 

The alien property custodian shall be vested 
with all of the powers of a common-law 
trustee in respect of all property, other than 
money, which has been or shall be, or which 
has been or shall be required to be, conveyed, 
transferred, assigned, delivered, or paid over 
to him in pursuance of the provisions of this 
Act, and, in addition thereto, acting under the 
supervision and direction of the President 
and under such rules and regulations as the 
President shall prescribe, shall have power to 
manage such property and do any act or 
things in respect thereof or make any disposi- 
tion thereof or of any part thereof, by sale or 
otherwise, and exercise any rights or powers 
which may be or become appurtenant thereto 
or to the ownership thereof in like manner as 
though he were the absolute owner thereof: 
Provided , That any property sold under this 
Act, except when sold to the United States, 
shall be sold only to American citizens, at 
public sale to the highest bidder, after public 
advertisement of time and place of sale which 
shall be where the property or a major portion 
thereof is situated, unless the President stating 
the reasons therefor, in the public interest 
shall otherwise determine: Provided further , 
That when sold at public sale, the alien 
property custodian upon the order of the 
President stating the reasons therefor, shall 
have the right to reject all bids and resell 
such property at public sale or otherwise as the 
President may direct. Any person purchasing 

27947—23-2 
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property from the alien property custodian 
for an undisclosed principal, or for resale to a 
person not a citizen of the United States, or 
for the benefit of a person not a citizen of 
the United States, shall be guilty of a mis¬ 
demeanor, and, upon conviction, shall be 
subject to a fine of not more than $10,000 or 
imprisonment for not more than ten years, or 
both r .and the property shall be forfeited to 
the United States. It shall be the duty of 
every corporation incorporated within the 
United States and every unincorporated asso¬ 
ciation or company or trustee or trustees 
within the United States issuing shares or cer¬ 
tificates representing beneficial interests to 
transfer such shares or certificates upon its, 
his, or their books into the name of the alien 
property custodian upon demand, accom¬ 
panied by the presentation of the certificates 
which represent such shares or beneficial 
interests. The alien property custodian shall 
forthwith deposit in the Treasury of the 
United States, as hereinbefore provided, the 
proceeds of any such property or rights so 
sold by him.” 

THE FACTS. 

Since the relator demurred to the answer of the 
Alien Property Custodian, all the facts set forth in the 
answer are admitted. The New Process Metals Co., 
Inc., is a corporation organized under the laws of the 
State of New York. During the month of February, 
1918, the relator purported to make application to 
the President under Subsection (c) of Section 10 of 
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the Trading with the Enemy Act for a license to 
manufacture a composition of matter under United 
States Letters Patent No. 873,017 and No. 976,760. 
These Letters Patent were issued to one Carl A. von 
Welsbach, of Vienna, Austria, who had assigned his 
rights to Treibacher Chemische Werke Gesellschaft 
m. b. H. This application, pursuant to executive 
order of the President delegating his authority under 
Section 7 (c), was filed with the Federal Trade Com¬ 
mission, to which was given authority, in proper 
instances, to issue licenses. Thereafter what pur¬ 
ported to be a license was granted to the relator, per¬ 
mitting him to make use of the aforementioned 
letters patent. One of the terms of the license was 
that the licensee, at stated intervals, should pay to 
the Alien Property Custodian a royalty of 5% of the 
gross sums received by the relator from the sale of 
the inventions licensed. The relator made use of 
these patents and under the provisions of the alleged 
license paid to the Alien Property Custodian the 
sum of $12,090.43, w r hich sum the Custodian depos¬ 
ited with the Treasurer of the United States. (Rec. 
pp. 1 and 2.) 

The Alien Property Custodian in his answer admits 
that the application was made for the licenses, and 
that the Federal Trade Commission issued what pur¬ 
ported to be a license. The Custodian denies that 
the patent was owned by Treibacher Chemische 
Werke Gesellschaft m. b. H. The answer sets up 
that the Alien Property Custodian, acting under the 
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provisions of the Trading with the Enemy Act and 
the executive orders issued thereunder, after inves¬ 
tigation had determined that Treibacher Chemische 
Werke Gesellschaft m. b. H. was an enemy under the 
Act; that the aforementioned letters patent were 
owned by it; and that the Custodian had required the 
patents to be transferred to him, and had thereafter 
received the patents. Subsequently the Custodian, 
acting under the provisions of Section 12 of the Trad¬ 
ing with the Enemy Act, sold the patents to one 
Alexander Harris, the president of the relator, and 
the proceeds of the sale of the patents were deposited 
in the Treasury of the United States. (Rec. p. 9.) 

After the sale of the patents and the deposit of the 
money in the Treasury of the United States, one 
Charles Ganz, acting in accordance with the provisions 
of Section 9 of the Trading with the Enemy Act as 
amended, filed with the Alien Property Custodian a 
notice of claim as required by the said section, in 
which he set up that he was an American citizen and 
not an enemy, and that he and not the Treibacher 
Chemische Werke Gesellschaft m. b. H. was the 
owner prior to the war and the time of seizure by the 
Alien Property Custodian of Letter Patent No. 
873,017. He thereupon claimed that he was entitled 
to have paid to him that portion of the money 
received by the Treasurer as the proceeds of the sale 
of Letters Patent No. 873,017 and No. 976,760, 
which represented the amount received for United 
States Letter Patent No. 873,017. (Rec. p. 9.) With 
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the notice of claim filed with the Alien Property 
Custodian, Ganz filed with the Attorney General, 
to whom the President had delegated his authority 
under Section 9, an application for the executive 
allowance of his claim. After due consideration the 
Attorney General determined that Ganz was an 
American citizen, and that he was the owner, at the 
time of seizure and prior to the war, of the United 
States Letter Patent No. 873,017, and was entitled to 
the sum of $79,200.50, the amount received for the 
said letter patent. The Attorney General thereupon 
ordered the Treasurer of the United States to pay 
this sum to Ganz, and the Treasurer of the United 
States complied with the order. (Rec. p. 10.) 

The answer further sets up that all of the royalties 
in the sum of $12,090.40, which the relator seeks to 
have repaid to it, were received as royalties upon 
Letters Patent No. 873,017, and that no part of the 
royalties were paid upon Letter Patent No. 976,760. 
(Rec. p. 8, par. 3.) This by the demurrer is admitted. 

CONTENTION OF THE PABTIES. 

The relator contends that the state of facts in this 
case brings the case within the provisions of Sub¬ 
section (f) of Section 10, wherein it is provided that 
if no suit is brought within one year after the end of 
the war by the owner of any patent, trade-mark, 
print, label, or copyright, under which a license has 
been granted, and no notice of such suit is filed with 
the Alien Property Custodian, then the licensee, in 
this case the relator, shall not be liable to make any 
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further deposits, and all the funds deposited by him 
shall be repaid to him on order of the Alien Property 
Custodian. Section 7 (d) provides that the royalties 
collected by the Custodian shall be deposited with 
the Treasurer of the United States. The relator 
contends that at the expiration of one year after the 
end of the war it became the duty of the Alien 
Property Custodian, under Subsection (f) of Section 
10, to order the Treasurer of the United States to 
repay the royalties paid by the relator under the 
purported license. 

It is the contention of the Alien Property Cus¬ 
todian that the Attorney General, acting under the 
provisions of Section 9 of the Act, having determined 
that the patent, a license to use which the Federal 
Trade Commission purported to issue, and upon 
which the royalties involved in this case were paid to 
the Alien Property Custodian, was owned, as a matter 
of fact, by an American citizen at the time of the seiz¬ 
ure, and at the time the license was granted, and 
the Federal Trade Commission had no authority to 
license the patent; that the license was therefore void, 
and that the royalties paid to the Alien Property Cus¬ 
todian and deposited by him in the Treasury of the 
United States were paid under a mistake of fact, and 
the remedy of the relator if it has any, is not under 
Section 10 (f), since that section applies only to cases 
where enemy patents were properly licensed, that the 
trading with the enemy act applies only to patents 
owned by enemies, does not affect patents owned by 
those not enemies. 
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ARGUMENT. 

Under the provisions of Subsection (c) of Section 
10 of the Trading with the Enemy Act, any citizen of 
the United States, or any corporation organized 
within the United States, desiring to manufacture a 
composition of matter under any patent owned or 
controlled by an enemy or ally of enemy , at any time 
during the existence of the war, may apply to the 
President for a license, and the President shall 
authorize the granting of such a license, provided 
such a grant is for the public welfare. The Presi¬ 
dent is authorized to prescribe the conditions of the 
license, including the fixing of the prices of articles 
and the fees to be paid therefor. 

Subsection (d) of Section 10 provides that the 
licensee shall pay to the Alien Property Custodian 
not to exceed 5% of the gross sum received by the 
licensee for the sale of the invention. This was to 
be paid into the Treasury of the United States by 
the Alien Property Custodian as a trust fund for 
the licensee and for the owner of the patent. The 
said trust fund was to be paid from the Treasury by 
order of the court, as provided by Subsection (f) 
of Section 10 of the Trading with the Enemy Act, 
or upon direction of the Alien Property Custodian. 

Under the provisions of Subsection (f) of Section 
10, the owner of any patent under which a license 
is granted after the end of the war and until the 
expiration of one year thereafter may file a bill in 
equity against the licensee in the District Court of 
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the United States for the district in which the 
licensee resides, or, if a corporation, in the district 
in which it has its principal place of business, to 
which suit the Treasurer of the United States shall 
be made a party, for the recovery from the licensee 
for all use and enjoyment of the patent. The court 
may then adjudge and decree the payment of a 
reasonable royalty, and the amount of the judgment 
and decree, when final, shall be paid on order of the 
court to the owner of the patent from the fund 
deposited by the licensee, so far as such deposit will 
satisfy the judgment or decree, and the payment 
shall be in full or partial satisfaction of the judg¬ 
ment and decree as the facts may appear. 

After these provisions comes a provision of Sub¬ 
section (f) which is especially involved in this pro¬ 
ceeding, and which is as follows: 

If no suit is brought within one year after 
the end of the war, or no notice is filed as above 
required, then the licensee shall not be liable 
to make any further deposits, and all funds 
deposited by him shall be repaid to him on 
order of the Alien Property Custodian. Upon 
entry of suit and notice filed as above required, 
or upon repayment of funds as above provided, 
the liability of the licensee to make further 
reports to the President shall cease. 

Had the patent in this case been owned by an 
enemy and had the Federal Trade Commission 
licensed such patent to the relator, and had the owner 
of the patent failed to bring suit within a year, it 
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would have been unquestionably the duty of the 
Alien Property Custodian to order the Treasurer to 
return to the relator the royalties paid under the 
license. However, in this case the patent which the 
Federal Trade Commission, acting for the President, 
attempted to license was not owned by an enemy, 
but by an American citizen. This ownership of the 
American citizen was determined by the Attorney 
General, and the proceeds of the sale of the patent 
returned to him. This court can not, in this pro¬ 
ceeding, question the finding of the Attorney General, 
so that it must be admitted and stand in this case 
that the patent was actually owned by an American 
citizen. Under these circumstances, the Federal 
Trade Commission had no authority to license the 
patent. 

Subsection (c) of Section 10, which gives the 
President, for whom the Commission acted, the only 
authority which he has to license patents, provides 
that a license may be granted upon any patent or 
copyrighted matter owned or controlled by an enemy 
or ally of enemy. There is no provision in the entire 
Trading with the Enemy Act whereby an American 
citizen who owns a patent may prevent, under the 
terms of the Act, the licensing of his patent. It is 
true that an American citizen whose patent the 
Federal Trade Commission attempted to license per¬ 
haps might secure an injuction in the usual way 
against the licensing of his patent, but unless the 
Trading with the Enemy Act makes provision within 
itself to protect American citizens, that portion 
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of the Act would be unconstitutional, if it per¬ 
mitted the licensing of any other patents than those 
owned or controlled by enemies. The action of the 
Federal Trade Commission, attempting as it did to 
license the patent involved in this case, is therefore 
void. This being the case, the royalties paid pursu¬ 
ant to the license were paid under a mistake of fact, 
and were so received by the Alien Property Custodian 
and paid by him to the Treasurer of the United 
States. 

Since the licensing of the patent by the Federal 
Trade Commission, acting for the President, was void, 
the entire situation is without the provisions of the 
statute. Subsection (f) of Section 10 can not, there¬ 
fore, apply to the case, and the Alien Property Cus¬ 
todian received the royalties paid under the purported 
license not under the provisions of Section 10, but 
received them under a mistake of fact and paid them 
into the Treasury of the United States. There is no 
duty, therefore, under the statute upon the Alien 
Property Custodian to order the repayment to the 
relator of the royalties received. Since neither the 
Alien Property Custodian received the royalties un¬ 
der the provisions of the statute, nor does the Treas¬ 
urer of the United States hold them under such pro¬ 
visions, there is no authority for the Alien Property 
Custodian to order the Treasurer to repay the royal¬ 
ties to the relator. If the Treasurer of the United 
States does not hold the royalties pursuant to the 
statute, then the Treasurer of the United States 
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would not be duty bound to comply with the order 
of the Alien Property Custodian, and even should the 
Custodian comply with the order of the Supreme 
Court of the District of Columbia, and order the 
Treasurer of the United States to repay the royalties 
there would be no duty upon the Treasurer to com¬ 
ply with the Custodian’s order. The writ of manda¬ 
mus would, therefore, be futile. 

It is further evident that Section 10 refers only 
to patentsjowned, as a matter of fact, by enemies 
in view of the fact that Ganz, the American citizen 
who actually owned the patent, could not be com¬ 
pelled to pursue any rights for infringement of the 
patent solely under Subsection (f) of Section 10. 
It would seem quite clear that an American citizen 
whose patent had been used by another person pur¬ 
porting to act under a license issued by an officer 
empowered to license only enemy patents could 
not be limited in his recovery for the infringement 
of his patent to the recovery of royalties only as 
provided in Subsection (f) of Section 10. Such a 
provision would clearly be unconstitutional. Ganz 
may properly say that in view of the fact that he 

owned the patent he will seek his remedy in the 

* 

same court and under the same circumstances as any 
other American citizen whose patent rights have been 
infringed. This being the case, Subsection (f) of 
Section 10 does not apply and Ganz is not limited to 
one year after the war for the bringing of suit, but 
may bring suit at any time within the period pro- 
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vided for the bringing of the usual suits for the 
infringement of a patent. 

For this reason the Alien Property Custodian 
would not be authorized to order the repayment of 
the royalties to the purported licensee merely be¬ 
cause a year after the end of the war had expired. 
Ganz, having been the owner of the patent, may well 
come in at any time and assert that the Treasurer of 
the United States, having received this money as a 
result of the use of his patent, must pay the money 
over to him not under the provisions of Subsection (f) 
of Section 10 but under the general principle of law 
that where money which arises from the use of a 
person’s property is received by a third person, the 
third person becomes constructive trustee of the 
money for the actual owner of the property. 

Another reason why the word “owner” in Section 
10 (f) does not include an American citizen whose 
patent has been wrongfully licensed is to be found in 
a construction of the statute. Subsection (f) does 
not designate to whom the word “owner” refers. 
Looking, however, to the whole of Section 10, proper 
inferences may be drawn to show that the wnrd 
“owner” refers to the owner of an enemy patent. 
For instance, in Subsection (c) of Section 10 it is 
provided that— 

Such license shall be a complete defense to 
any suit at law or in equity instituted by the 
enemy or ally of enemy owners of the letters 
patent, trade-mark, print, label, or copyright, 
or otherwise, against the licensee for infringe- 
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ment or for damages, royalty, or other money 
award on account of anything done by the li¬ 
censee under such license, except as provided in 
Subsection (f) hereof. (Italics ours.) 

In this section the character of the owner is 
designated. He is referred to as the enemy owner. 
Since Subsection (c) is the section which permits 
the licensing of patents, and it is provided that the 
license granted shall be a defense to any suit at law 
or in equity instituted by the enemy owner, it is 
proper to infer that the only patent that can be 
licensed is an enemy patent. Furthermore, in this 
very sentence in Subsection (c) of Section 10, it 
is provided that the license shall be a defense to 
any suit instituted by the enemy owner except as 
provided in Subsection (f). In other words, the 
license is made a defense in Subsection (c) to a suit 
by a particular type of person, except when that 
person is suing under Subsection (f). Then when 
in Subsection (f) of Section 10 the word “owner” 
alone is used, it is quite clear that the word refers 
to the enemy owner. 

Again, in Subsection (g) of Section 10, it is pro¬ 
vided that any enemy or ally of enemy may institute 
and prosecute suits in equity against any person 
other than a licensee under this Act to enjoin in¬ 
fringement of letters patent, trade-marks, prints, 
labels, and copyrights in the United States owned or 
controlled by said enemy or ally of enemy in the 
same manner and to the extent that he would be 
entitled so to do if the United States was not at 
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war. Here again there is provision for the enemy 
suing persons other than the licensee. It is fair to 
assume that when the licensee is excepted from suits 
by enemies in this subsection, it was intended that 
the enemy owners were the ones who would have 
rights against the licensee under Subsection (f). 

A comparison of Subsection (c) of Section 7 of the 
Act, which authorizes the seizure of property by the 
President for whom the Custodian acts, and Subsection 
(c) of Section 10, which authorizes the licensing of 
patents by the President for whom the Federal Trade 
Commission acts, will show by their differences that 
Subsection (c) of Section 10 is intended only to 
cover actual enemy owned patents. Subsection (c) 
of Section 7 provides that if the President shall so 
require any money or property held for the benefit of 
an enemy, which the President after investigation shall 
determine is so owing , shall be conveyed, transferred, 
assigned, delivered, or paid to the Alien Property 
Custodian. It is to be noted here that in order for 
property to be seized there must be a determination 
after investigation by the President for whom the 
Custodian acts, that the property is enemy owned. 
Only after such determination after investigation can 
the property be seized. 

The Supreme Court in the case of Central Union 
Trust Co. v. Garvan f 254 U. S. 554, held that the 
determination after investigation was a necessary 
preliminary to seizure. Furthermore Section 9 of 
the Act provides a means whereby the determination 



23 


of the Custodian can be attacked after possession 
had been delivered to him. 

In Stoehr v. Wallace , 255 U. S. 239, it was held that 
without section 9 the Trading with the Enemy Act 
would be unconstitutional. Were this not so, the 
Custodian would not have the right of peremptory 
seizure. 

However, with respect to Subsection (c) of Section 
10, there is no provision for a determination of enemy 
ownership of a patent before it can be licensed, nor 
is there any means provided whereby a nonenemy 
person whose patent the Federal Trade Commission, 
acting for the President, might try to license may 
prevent the issuance of the license. It therefore 
would seem logically to follow that Subsection (c) 
of Section 10 was intended to mean that the Federal 
Trade Commission had only the right to license 
patents, that were, as a matter of fact, owned by 
enemies. 

From all the foregoing considerations it is quite 
clear that whatever rights the licensee may have, 
he certainly does not have a right to a writ of man¬ 
damus peremptorily ordering the Custodian to order 
the Treasurer to pay out money when the duty upon 
which the writ is based is to be found in a statute 
which has no application to the case. 
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THE ORDER OF THE SUPREME COURT OF 
THE DISTRICT OF COLUMBIA SHOULD BE 
REVERSED, THE PETITION ORDERED DIS¬ 
MISSED, AND THE RULE DISCHARGED. 
Respectfully submitted. 

Peyton Gordon, 

Attorney of the United States in 
and for the District of Columbia. 
Adna R. Johnson, Jr., 

Dean Hill Stanley., 

Special Assistants to the Attorney General. 
Attorneys for Thomas W. Miller, 

as Alien Property Custodian. 


January 13, 1923. 




Appendix A. 

(Section 10 of the Trading with the Enemy Act.) 

Sec. 10. That nothing contained in this Act shall 
be held to make unlawful any of the following Acts: 

(a) An enemy, or ally of enemy, may file and 
prosecute in the United States an application for 
letters patent, or for registration of trade-mark, 
print, label, or copyright, and may pay any fees 
therefor in accordance with and as required by the 
provisions of existing law and fees for attorneys 
or agents for filing and prosecuting such applica¬ 
tions. Any such enemy, or ally of enemy, who is 
unable during war, or within six months thereafter, 
on account of conditions arising out of war, to file 
any such application, or to pay any official fee, or 
to take any action required by law within the period 
prescribed by law, may be granted an extension of 
nine months beyond the expiration of said period, 
provided the nation of which the said applicant is a 
citizen, subject, or corporation shall extend substan¬ 
tially similar privileges to citizens and corporations 
of the United States. 

(b) Any citizen of the United States, or any cor¬ 
poration organized within the United States, may, 
when duly authorized by the President, pay to an 
enemy or ally of enemy any tax, annuity, or fee 
which may be required by the laws of such enemy 
or ally of enemy nation in relation to patents and 
trade-marks, prints, labels, and copyrights; and any 
such citizen or corporation may file and prosecute 
an application for letters patent or for registration 

( 25 ) 



26 


of trade-mark, print, label, or copyright in the country 
of an enemy, or of an ally of enemy after first sub¬ 
mitting such application to the President and re¬ 
ceiving license so to file and prosecute, and to pay 
the fees required by law and customary agents’ 
fees, the maximum amount of which in each case 
shall be subject to the control of the President. 

(c) Any citizen of the United States or any cor¬ 
poration organized within the United States desir¬ 
ing to manufacture, or cause to be manufactured, a 
machine, manufacture, composition of matter, or 
design, or to carry on, or to use, any trade-mark, 
print, label, or cause to be carried on, a process 
under any patent or copyrighted matter owned or 
controlled by an enemy or ally of enemy at any 
time during the existence of a state of war may 
apply to the President for a license; and the Presi¬ 
dent is hereby authorized to grant such a license, 
nonexclusive or exclusive as he shall deem best, 
provided he shall be of the opinion that such grant 
is tor the public welfare and that the applicant is 
able,and intends in good faith to manufacture, or 
cause to be manufactured, the machine, manufac¬ 
ture, composition of matter, or design, or to carry 
on, or cause to be carried on, the process, or to use 
the trade-mark, print, label, or copyrighted matter. 
The President may prescribe the conditions of this 
license, including the fixing of prices of articles and 
products necessary to the health of the military and 
naval forces of the United States or the successful 
prosecution of the war, and the rules and regulations 
under which such license may be granted and the 
fee which shall be charged therefor, not exceeding 
$100, and not exceeding one per centum of the fund 
deposited as hereinafter provided. Such license shall 
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be a complete defense to any suit at law or in equity 
instituted by the enemy or ally of enemy owners of 
the letters patent, trade-mark, print, label, or copy¬ 
right, or otherwise, against the licensee for infringe¬ 
ment, or for damages, royalty, or other money award 
on account of anything done by the licensee under 
such license, except as provided in subsection (f) 
hereof. 

(d) The licensee shall file with the President a full 
statement of the extent of the use and enjoyment of 
the license, and of the prices received in such form 
and at such stated periods (at least annually) as the 
President may prescribe; and the licensee shall 
pay at such times as may be required to the Alien 
Property Custodian not to exceed five per centum of 
the gross sums received by the licensee from the sale 
of said inventions or use of the trade-mark, print, 
label, or copyrighted matter, or, if the President shall 
so order, five per centum of the value of the use of 
such inventions, trade-marks, prints, labels, or copy¬ 
righted matter to the licensee as established by the 
President; and sums so paid shall be deposited by 
said Alien Property Custodian forthwith in the 
Treasury of the United States as a trust fund for the 
said licensee and for the owner of the said patent, 
trade-mark, print, label, or copyright registration 
as hereinafter provided, to be paid from th3 Treasury 
upon order of the court, as provided in subdivision 
(f) of this section, or upon the direction of the Alien 
Property Custodian. 

(e) Unless surrendered or terminated as provided 
in this Act, any license granted hereunder shall con¬ 
tinue during the term fixed in the license or in the 
absence of any such limitation during the term of the 
patent, trade-mark, print, label, or copyright regis- 


/ 


28 


tration under which it is granted. Upon violation 
by the licensee of any of the provisions of this Act 
or of the conditions of the license, the President may, 
after due notice and hearing, cancel any license 
granted by him. 

(f) The owner of any patent, trade-mark, print, 
label, or copyright under which a license is granted 
hereunder may, after the end of the war and until 
the expiration of one year thereafter file a bill in 
equity against the licensee in the district court of 
the United States for the district in which the said 
licensee resides, or, if a corporation, in which it 
has its principal place of business (to which suit the 
Treasurer of the United States shall be made a 
party), for recovery from the said licensee for all 
use and enjoyment of the said patented inversion, 
trade-mark, print, label, or copyrighted matter: 
Provided , however , That whenever suit is brought, 
as above, notice shall be filed with the alien property 
custodian within thirty days after date of entry of 
suit: Provided further , That the licensee may make 
any and all defenses which would be available were 
no license granted. The court on due proceedings 
had may adjudge and decree to the said owner pay¬ 
ment of a reasonable royalty. The amount of said 
judgment and decree, when final, shall be paid on 
order of the court to the owner of the patent from 
the fund deposited by the licensee, so far as such 
deposit will satisfy said judgment and decree; and 
the said payment shall be in full or partial satis¬ 
faction of said judgment and decree, as the facts 
may appear; and if, after payment of all such judg¬ 
ments and decrees, there shall remain any balance 
of said deposit, such balance shall be repaid to the 
licensee on order of the alien property custodian. 
If no suit is brought within one year after the end 
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of the war, or no notice is filed as above required, 
then the licensee shall not be liable to make any 
further deposits, and all funds deposited by him 
shall be repaid to him on order of the alien property 
custodian. Upon entry of suit and notice filed as 
above required, or upon repayment of funds as 
above provided, the liability of the licensee to make 
further reports to the President shall cease. 

If suit is brought as above provided, the oourt 
may, at any time, terminate the license, and may, 
in such event, issue an injunction to restrain the 
licensee from infringement thereafter, or the court, 
in case the licensee, piior to suit, shall have made 
investment of capital based on possession of the 
license, may continue the license for such period and 
upon such terms and with such royalties as it shall 
find to be just and reasonable. 

(g) Any enemy, or ally of enemy, may institute 
and prosecute suits in equity against any person 
other than a licensee under this Act to enjoin infringe¬ 
ment of letters patent, trade-mark, print, label, and 
copyrights in the United States owned or controlled 
by said enemy or ally of enemy, in the same manner 
and to the extent that he would be entitled so to do 
if the United States was not at war: Provided , That 
no final judgment or decree shall be entered in favor 
of such enemy or ally of enemy by any court except 
after thirty days' notice to the alien property cus¬ 
todian. Such notice shall be in writing and shall be 
served in the same manner as civil process of Federal 
courts. 

(h) All powers of attorney heretofore or hereafter 
granted by an enemy or ally of enemy to any person 
within the United States, in so far as they may be 
requisite to the performance of acts authorized in 
subsections (a) and (g) of this section, shall be valid. 
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(i) Whenever the publication of an invention by 
the granting of a patent may, in the opinion of the 
President, be detrimental to the public safety or 
defense, or may assist the enemy or endanger the 
successful prosecution of the war, he may order that 
the invention be kept secret and withhold the grant 
of a patent until the end of the war: Provided , That 
the invention disclosed in the application for said 
patent may be held abandoned upon it being estab¬ 
lished before or by the Commissioner of Patents that, 
in violation of said order, said invention has been 
published or that an application for a patent therefor 
has been filed in any other country, by the inventor 
or his assigns or legal representatives, without the 
consent or approval of the commissioner or under a 
license of the President. 

When an applicant whose patent is withheld as 
herein provided and who faithfully obeys the order 
of the President above referred to shall tender his 
invention to the Government of the United States for 
its use, he shall, if he ultimately receives a patent, 
have the right to sue for compensation in the Court 
of Claims, such right to compensation to begin from 
the date of the use of the invention by the Govern¬ 
ment. 
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Statement of the Case. 

This is a petition for a writ of mandamus to compel the 
repayment to the appellee of $12,090.43 paid the Alien 
Property Custodian by it pursuant to the terms of a license 
issued by the President under the provisions of section 10 
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of an act of Congress, approved October 6, 1917, known as 
the Trading with the Enemy Act (40 Stat. L., 420), which 
funds, should no suit be brought against the licensee within 
one year after the end of the war as defined in the act, or 
no notice of such suit be filed with the Alien Property 
Custodian within thirty days after entry, shall be paid to the 
licensee. 

The license under which the fund was paid was issued by 
the President for the manufacture and use of United States 
letters patent No. 837,017 and No. 976,760, ‘‘both to Carl A. 
von Welsbach, of Vienna, Austria, assignor to Treibacher 
Chemische IVerke Ges. m. b. H., of Treibach, Austria,” ad¬ 
mittedly an enemy as defined in the Trading with the Enemy 
Act. 

The appellant contends that the license issued to the New 
Process Metals Company, Inc., by the President, acting 
through the Federal Trade Commission by executive order, 
and under the terms of which the fund sought in this case 
was paid the Alien Property Custodian, was issued by the 
President without authority, and that the license was there¬ 
fore void, the fund consequently not having been received 
by the Alien Property Custodian under the terms of section 
10 of the Trading with the Enemy Act, and that, therefore, 
the provisions of that act affecting the fund do not apply. 
In support of his contention that the license was issued with¬ 
out authority he relies upon a conclusion of the President 
reached upon a claim presented under section 9 for the 
relinquishment of the patents licensed, which were seized 
By the Alien Property Custodian subsequent to the issuance 
of the license as owned by Treibacher, an enemy, or for the 
proceeds received from their sale by the Alien Property Cus- 
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todian, that the patents were owned by one Ganz, whom he 
determined, for the purposes of the claim to be an American 
citizen. 

The appellee contends: 

I. The appellant cannot question the authority of the 
President to issue the license to the appellee, as 

(a) He does not allege that the patents were not enemy 
owned or controlled and 

(.6) The President (acting by the Attorney General), in 
passing upon claims under section 9 for property seized by 
the Alien Property Custodian, has merely a discretionary 
power to award possession of such property to a claimant, 
and its exercise does not affect the title thereto or the con¬ 
trol thereof. 

II. The fund was received and is held under the provisions 
of section 10 and its disposition must be controlled thereby. 

ARGUMENT. 

The answer of the appellant admits that each and every 
formal act required by the provisions of section 10 of the act 
entitling appellee to the repayment of $12,090.43 paid the 
Alien Property Custodian pursuant to the terms of the license 
issued bv the President under the terms of the said section 
was regularly complied with. 

The appellant in his brief says: 

“Had the patent in this case been owned by an 
enemy and had the Federal Trade Commission li¬ 
censed such patent to the relator, and had the owner 
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of the patent failed to bring suit within a year, it 
would have been unquestionably the duty of the Alien 
Property Custodian to order the Treasurer to return 
to the relator the royalties paid under the license” 
(page 16). 

Obviously the same duty would rest upon the Alien Property 
Custodian if no notice of such suit were filed within thirty 
days after entry, and it is admitted that no such notice was 
filed (Rec., p. 18). 

The sole reason advanced in justification of the appellant's 
refusal to comply with the mandate of the statute to order the 
repayment of the fund now held in the Treasury and pay¬ 
able to the appellee is that the license issued by the President 
was improperly issued. lie justifies his position not by the 
fact that the patents licensed were owned by an American 
citizen (he studiously avoids any such allegation); not that 
the patents were not owned or controlled by an enemy (no 
such allegation is made), but that the President, acting by 
the Federal Trade Commission, after issuing the license as 
owned by Treibachcr Chemischc Wcrke Ges. m. b. II., an 
enemy, and after the determination of the appellant's prede¬ 
cessor as Alien Property Custodian, following an investiga¬ 
tion by him, that Treibachcr, an enemy, was the owner of 
the patents, the President, acting by the Attorney General 
(section 9), without any power or authority to pass upon the 
title of a patent, returned the proceeds of a sale of the patents 
by the Alien Property Custodian to one Ganz, who repre¬ 
sented himself as an American citizen. 

The appellant therefore concludes that the licensed 
patents were not owned or controlled by an enemy, and 
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that the President acted beyond the scope of his power in 
issuing the license, which was, therefore, of no effect. 

Appellant’s whole argument, therefore, is based upon a 
mere implication of an argumentative fact which is not even 
alleged, and the license being void and the fund conse¬ 
quently having been received and held erroneously, he sets 
up his own wrong as his defense. 

It is worthy of comment that the appellant omits any 
reference to the concluding paragraph of section 9, “the 
relevant portions” of which he sets forth in his brief (page 
o), which reads as follows: 

“This section shall not apply, however, to money 
paid to the Alien Property Custodian under section 
ten hereof 

It would, indeed, be difficult to state more clearly and 
unambiguously that procedure under section 10 is not to be 
affected in any way by anv action taken under section 9. 

The Purpose of Section 10, Subsections c, d, e, f. 

It may be of assistance briefly to refer to the purposes of 
this section of the act as shown by the hearings conducted 
before the Committee on Interstate and Foreign Commerce 
of the House of Representatives (65th Congress, first session, 
II. Iv. 4704), as bearing on the power of the President to 
issue licenses and the rights of his licensees to act and rely 
upon his licenses. 

By a letter of the then Commissioner of Patents intro¬ 
duced by the Attorney General before the committee, he 
advises a provision for licensing enemy-owned patents to 
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assist in fulfilling the needs of the Government and private 
citizens. It is also apparent that a material consideration in 
making such provision as is made in the act under discussion 
was to prevent any economic paralysis arising from the non¬ 
use of American patents owned by enemies. It is well known 
that American patents covering drugs and medicines abso¬ 
lutely essential to the maintenance of an army and the pro¬ 
tection of the public were owned and controlled by enemies, 
with the consequence that some protection should be afforded 
to manufacturers if they were to supply materials necessary 
for the successful prosecution of the war. 

The statute as found in section 10, subsections c, d, e, and 
f, was in effect an invitation to American manufacturers to 
assist the Government in carrying on the war and carried 
protection to them against later damage suits for infringe¬ 
ment and assurances for an early disposition of the question 
of amount of compensation for the use of licensed patents 
to be paid their owners out of the fund paid the Alien 
Property Custodian, which was simply a guarantee fund. 

I. 

The appellant cannot question the authority of the 
President to issue the license to the appellee as (a) he 
does not allege that the patents were not enemy owned 
or controlled and (b) the President (acting by the At¬ 
torney General), in passing upon claims under section 
9 for property seized by the Alien Property Custodian, 
has merely a discretionary power to award possession 
of such property to a claimant, and its exercise does 
not affect the title thereto or the control thereof. 
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(a) The answer of the appellant denies that patent No. 
837,017, for the use of which the money was paid the Alien 
Property Custodian, was owned by Treibacher (Rec., p. 7), 
but does not set up that it was not owned or controlled by 
an enemy. Indeed, it may be that Ganz himself was an 
enemy, as, by the definition of “enemy” in the act, that 
status depended on residence alone and, were nationality 
material, his citizenship is not alleged. For this reason 
alone the President must be considered to have acted within 
his authority in issuing the license to the appellee. 

(b) Section 9 of the act (Appellant’s Brief, page 3) pro¬ 
vides that upon a claim of a right, title, or interest in prop¬ 
erty seized by the Alien Property Custodian being made to 
the President lie “may order the payment, conveyance, 
transfer, assignment, or delivery to said claimant of the 
money or other property so held by the Alien Property 
Custodian or by the Treasurer of the United States or of the 
interest therein to which the President shall determine said 
claimant is entitled; provided, that no such order by the 
President shall bar any person from the prosecution of any 
suit at law or in equity against the claimant to establish any 
right, title, or interest which he may have in such money or 
other property 

It is, therefore, by an express provision that title cannot 
be a consideration in the exercise of the discretion of the 
President in his disposition of a claim to property. At most 
the proceeding is possessory, as is the Alien Property Cus¬ 
todian’s action in acquiring the property in which an in¬ 
terest is claimed. In Central Union Trust Company vs. 
Garvan, 254 U. S., 554, a libel brought by the Alien Prop- 


erty Custodian to reduce to possession property demanded 
bv him. the court said: 

V / 

“The present proceeding gives nothing but the 
preliminary custody such as would have been gained 
bv seizure.” 

To the same effect Stochr vs. Wallace, 255 U. S., 239. 
Similarly, a claim to repossess is simply possessory, as is borne 
out by the provision for the allowance of a claim for prop¬ 
erty in which any interest or right is claimed. This must 
be so, as section 9 contemplated the allowance of a claim 
upon an ex parte showing, the purpose being to relieve those 
injured by the erroneous seizure of property by the Alien 
Property Custodian at a time when the enemy could not be 
heard. And such claim might be allowed without the pro¬ 
duction of any supporting evidence or proof, the section only 
requiring that before the President may allow the claim 
notice of such claim be filed by a person not an enemy at 
the time of filing the claim. That no order by the President 
allowing a claim affects the rights of third persons as against 
the claimant is conclusive of this point. It is upon the action 
of the President on a claim filed under this section that the 
appellant relies solely in attacking the President’s issuance 
of the license to the appellee, a position contrary to the ex¬ 
press provisions of sections 10 and 9, the only material sec¬ 
tions of the act, and one which attacks even the good faith 
of the Government in the issuance of the license. As it is 
upon this action that the appellant relies entirely in support 
of his contention that the patent was American owned, 
which contention is the foundation of his whole argument, 
it must fail. 


9 


11 . 

The fund was received and is held under the provis¬ 
ions of section 10 and its disposition must he controlled 
thereby. 

The appellant in his answer admits that the appellee, 
acting pursuant to the terms of the license, paid the Alien 
Property Custodian the fund as required, which was “de¬ 
posited with and is now held by the Treasurer of the United 
States” (Rec., p. 8). Even if there were some basis for the 
claim that the patents were owned by other than an enemy 
and an allegation of such fact, that the fund is held in trust 
for the appellee and is now payable to it is not open to ques¬ 
tion. If it could be so questioned, the purpose of the section 
would have failed entirely, as no person could have been 
induced to operate under a protective license which could ' 
not protect because it might be cast aside at any time upon 
a discretionary exercise by the licensing authority of his 
power merely to determine later the right of possession of the 
patents. That the President could issue a valid license of 
patents owned or controlled by an enemy only when facts, 
later to be ascertained, conclusively prove such ownership 
or control obviously is directly contrary to the intent of the 
act and would be a practical prohibition of any act whatever 
under section 10c. But even if the actual wording of sec¬ 
tion 9 and the purpose of section 10 be disregarded, the 
appellant, cither properly or improperly, received the fund 
under its provisions, has so treated it for over four years, 
and so it is now held, and he, no more than could a private 
citizen, cannot now urge that he has committed a wrong, 
and that he is in a position to take advantage of it. 
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The fund having been received under the act, it is held 
“as a trust fund for the said licensee and for the oicncr of the 
said patent” (Sec. 10 d). The conclusion cannot be avoided 
that it was held in trust for two persons, the fund to be 
paid when one or the other is eliminated as a possible claim¬ 
ant. The owner has been eliminated by the admission of the 
appellant that no notice of suit was given, as required in 
order to preserve any rights he may have had under the 
act and to avoid the limitations for their assertion. 

Conclusion. 

The appellee, relying upon the assurances of the Federal 
Government, voiced by an act of Congress, has become en¬ 
titled to the repayment to it of a fund of $12,090.43. There 
is not the slightest implication, nor could there be, of any 
irregularity, absence of entire good faith, or other than up¬ 
right and honest dealing on its part. Yet it is met with an 
arbitrary refusal bv a Government official to perform what 
is his clear ministerial duty on the ground that it is he who 
has committed the wrong, and that he is not empowered 
to right it, though the statute is explicit in its directions that 
the fund is held in trust for the appellee and making its 
return to it mandatory. 

The unambiguous wording of the statute concerned and 
the position, actual and assumed, of the appellant combine 
to make this as clear a case for relief as could well be brought 
before the court. 

Respectfully submitted, 

WILLIAM SABINE, ^ 

Attorney for Appellee. 
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